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REMARKS 



Claim Disposition 

Claims 1 - 34 are pending in Ihc application. Claims 1 - 6, 8 - 12, 20, 23 - 28, 
nnd 30 _ 34 have been rejected. Claims 7, 13-19, 21, 22, and 29 have been allowed. 
Claims 1J2, 20 a and 23 have been amended to clarify that which Ihc Applicants consider 
their invention. The amendments provide further clarification of the invention. No new 
mailer is added. Claim 34 has been cancelled, 



Claim Reteotlom~35 ILS.C $ 102(b) 



Claims 1 - 6, 8 - 12, 20, 23-28, and 30 - 33 stand rejected under 35 U.S.C. 
102(b) as being anticipated by U.S. Patent No. 5,048,630 to Schaffcr. Applicants 
respectfully contend that Schaffcr does not teach or disclose each element of the invention. 
The F.xamincr states; 

"As per claims 1, 2, 3, 4,12, 20, 23, 24, 25, and 26, Schaffcr 
discloses a torque assist function responsive to a signal indicative of an 
input device torque for providing a torque-assisting command to a motor on 
column 3; a stecring-pull compensator responsive to a signal indicative of a 
valid detection cycle for modifying said torque assist command to the motor 
by an offset corresponding to a delected steering condition on lines 59-63, 
on column 3, and lines 42-46, on column 9 at least one summing function in 
signal communication with said torque assist function and with said 
stecring-pull compensator for summing the provided torque assist command 
with the offset corresponding to a delected input device pull-condition on 
line 36-41, on column 9; a filter responsive to the signal indicative of input 
device torque ort lines 27-32, on column 9; and a condition processing block 
for determining if the vehicle is being driven in substantially straight path on 
lines 42-45, on column 9." 

"As per claims 5, 6, 8, 9,10, 1 1, 27, 28, 30, 31, 32, and 33, Schaffcr 
discloses an enable block for validating the detected slecring-pull condition 
on lines 42-45, on column 9; an enable switch for receiving a binary control 
signal from the enable block on lines 42-47, on column 9; a memory switch 
for receiving its own signal at its primary input terminal in figure 6; a 
function block for providing a signal to non-inverting input of the summing 
function in figure 6, the box that shows Tp-Tp+deltaT." 
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To anticipate a claim wader 35 U.S.C. §102, a single source must contain all of the 
Clements crihe claim. T^wmg r Marine I nc. v, Barient Inc., 827 F.2d 744, 747, 3 
U.S.l\Q.2d 1766, 176S (Fed. Cir. 1987), cert denied, 484 U.S. 1007 (1988). Moreover, 
the single source must disclose all of ihc claimed elements "arranged as in the claim." 

tinirtiLrcit^te 749 F ' 2d 707 ' 716 > 223 U - S - P 'Q- 1264 > 

1271 (Fed, Cir. 1984). Missing elements may not be supplied by the knowledge of one 
skilled in Ihc art or the disclosure of another reference. TVatyiltJl Metah Corp. v. Batwgr, 
778 l\2d 775, 780, 227 U.S.P.Q. 773, 777 (Fed. Cir. 1985), 

As to Claims 1 , 2, 3, 4, 12, 20, 23, 24, 25, and 26 Applicants respectfully contend 
that Sclmflcr docs not teach or disclose each element of the invention '^arranged as in the 
claim". Specifically, with respect to Claims 1 , 20, and 23, Schaffer docs not leach or 
disclose, "a torque-assist function responsive to a signal indicative of an input device 
torque for providing a torque-assist command to an electric motor; and a stccring-pull 
compensator responsive to a signal indicative of a valid detection cycle for modifying 
said torque-assist command to the electric motor by an offset corresponding to a 
delected steering-pull condition " Schaffer is drawn to a hydraulic steering system 
including a hydraulic actuator. Schaffcr does not teach or disclose an electric motor or a 
controller with a torque assist function as claimed. In fact, there is no controller with a 
torque assist function taught by Scha ffer, Schaffcr docs not disclose or teach an element 
of the invention, therefore, it cannot anticipate the Applicants* claims. Thus, Claims 1, 20, 
and 23 are allowable, the rejections are improper, and they should be withdrawn. 

In addition, Schaffcr does not teach or disclose, "a stecring-pull compensator 
responsive to a signal indicative of a valid detection cycle . . There is no teaching in 
Schaffcr as to a valid/invalid detection cycle, nor a signal indicative thereof. Once again, 
Applicants respectfully acknowledge the F.xaminers responses concerning this 
terminology. However, Applicants respectfully submit that the Examiner raischaracterizes 
the teachings of Schaffer in this regard. To support the rejection the Examiner in the 
Response to Arguments refers to col. 9, lines 42 - 46. However, Shaffer at col. 9, lines 42 
-46 docs not teach a detection cycle but rather a range of driving shaft deflection for 
opcrability of the trim system therein. There is no leaching that this range is a detection 
cycle, il is as slated a range of operation. Hie detection cycle is clearly taught in the 
specification as being a lime duration relative to ignition. A range of operation is not 
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equivalent to evaluation of a detection cycle to determine its validity as taught in the 
specification and claimed. Therefore; because Schaffer docs not disclose or teach an 
element of the invention it cannot anticipate the Applicants' claims. Thus, Claims 1, 20, 
and 23 arc allowable, the rejections are improper, and they should be withdrawn. 

With respect to Claims 2 and 24, these Claims include the limitations distinguished 
above for Claims 1, 20, and 23, thus, they cannot be anticipated by SchaiTcr. In addition, 
there is not teaching of a torque assist command in Schaffer. Once again, Schaffer teaches 
a hydraulic actuator with trim control. There is no teaching whatsoever of a torque assist 
command to a motor in Schaffer. Thus, Claims 2 and 24 arc allowable, the rejections are 
improper, and they should bo withdrawn. 

Wilh respect to Claims 3 and 25, once again, these claims include the limitations 
distinguished above for Claims 1 , 20, and 23, thus, they cannot be anticipated by Schaffer. 
Moreover, contrary to the Examiner's suggestion, there is no disclosure of "a filter 
responsive to the signal indicative of input device torque" in the section relied upon by the 
Examiner. The Examiner is the Response to Arguments draws the conclusion that 
Schaffer is teaching filtering when he-snggests 30 -60 samples over a duration of 30 
seconds. However, Applicants respectfully submit that the Examiner has mischaracterized 
the leaching of Schaffer. The sections relied upon disclose teachings witfiTespcct to 
sampling signals and observation, not filtering. In fact, at Col. 9, lines 31- 36 Schaffer 
clearly teaches that the sampling approach employed is to affect a sufficient resolution of 
the torque changes, not to a fleet filtering. One skilled in the art would clearly recognize 
that this is a distinction between filtering and sampling. Thus, Claims 3 and 25 are 
allowable, the rejections are improper, and they should be withdrawn. 

With respect to Claims 4. 5, 6, 8, 9, 1 0, 1 1, 27, 28, 30, 3 1 , 32, and 33, Applicants 
respcctfnlly contend that these claims include the limitations distinguished above for 
Claims 1 , 20, and 23, thus, they cannot be anticipated by Schaffer. Thus, Claims 4, 5, 6, 8, 
9, 10, 1 1 , 27, 28, 30, 31, 32, and 33 are allowable, tho rejections are improper, and they 
should be withdrawn. 

Furthermore, Applica Ms respectfully contend that the Examiner has 
niischaraelerizcd the teachings or Schaffer. Schafler docs not teach or disclose, "tho 
condition processing block for determining if the vehicle is being driven in a substantially 
straight path" nor "an enable block for validating the detected steering-pull condition," nor 
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does SchalTer teach or disclose "cm enable switch" as in claim 6. The Examiner also relics 
upon Figure 6. There is no teaching or disclosure of an enable block for validating the 
detected steering-pull condition nor and enable switch in Figure 6. Furthermore, to 
support the rejection the Examiner in the Response to Arguments relics upon the teachings 
of SchalTer at Col 3, lines 4(5 - 50. However, Applicants respectfully contend that the 
Examiner is mischaractcrizing the teachings of Schaffer. The Examiner suggests that the 
disclosure of Col. 3 lines 46 • 50 teaches, "the condition processing block for determining 
if the vehicle is being driven in a substantially straight path" of Claim 4. The Examiner 
further relies on the same disclosure of Col. 3, lines 46 - 50 as the "enable block for 
validating the detected steering-pull condition". While Shaffer may disclose that the 
control circuiLis effective ... with the steering wheel close to straight ahead position, this 
disclosure can not be equivalent to both "a condition processing block"... and "an enable 
block f \ Applicants respectfully contend that Schaffer may disctose one of these claimed 
elements, but clearly cannot disclose both. Moreover, with regard to claim 6 specifically 
there is no disclosure regarding the enable switch. . Therefore, because Schaffer does not 
disclose or teach an clement of the invention it cannot anticipate the Applicants' claims. 
Thus, Claims 4, 5, 6, 8, 9, 10, 1 1, 27, 28, 30, 31, 32, and 33 arc allowable, the rejections 
arc improper, and they should be withdrawn. 

Claim Rejections -35 USLC S 103(a) 

Claims 34 stands rejected under 35 O.S.C. 103(a) as being unpatentable ovcrU.S, 
Patent No. 5,048,630 to Schaffer in view of U.S. Patent No. 5,339,243 to Malsuoka ct a1. 

Applicants respectfully direct the Examiner's attention to note that Claim 34 has 
been cancelled. 

Applicants further note that the facilitate prosecution Applicants direct the 
Examiner's attention to note the following regarding the suggested combination of 
SchalTer and Malsuoka: 

For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing lhat all elements of ihc invention are disclosed in the prior art; that the prior 
art relied upon, coupled with knowledge generally available in the art at the time of the 
invention, must contain some suggestion or incentive that would have motivated the 
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skilled artisan to modify a reference or combined references; and that the proposed 
modification or the prior art must have had a reasonable expectation of success, 
determined from the vantage point of the skilled artisan at the lime the invention was 
make. huxBse, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir, 1988); In Re WtM», 165 U.S.RQ. 
494, 496 (C.C.P.A. 1970); Au\gm^£h^&^hm mceutivnh Co^ 927U.S.l\Q.2d, 1016, 
1023 (Fed. Cir. 1996). See MPEP 2143. 

Establishing a prima facie case of obviousness requires that all elements of the 
invention be disclosed in the prior art. hi Re W ikoiu 1 65 U.S.P.Q. 494, 496 (C.C.P-A. 
1970), 

Further, even assuming thai all elements of an invention are disclosed in the prior 
art, an 1 ixamincr cannot establish obviousness by locating references that describe various 
aspects of a patent applicant's invention without also providing evidence of the motivating 
force which would have impelled one skilled in the art to do what the patent applicant has 
done. EKjmrte Levcwoo d. 28 U.S.P.Q. 1300 (lid. Pat App. Int. 1993). The references, 
when viewed by themselves and not in retrospect, must suggest the invention. IilMMqU, 
187 U.S.P.Q. 481 (C.C.P.A. 1975). 

Finally, for an obviousness rejection to be proper, the lixamincr must meet the 
burden of establishing ... that the proposed modification of the prior art must have had a 
reasonable expectation of success. MPEP 2143.02. Moreover, the suggested modification 
cannot change the principle of operation of a reference. MPEP 2143.01 . 

Applicants respectfully contend that the Examiner has mischaractcrized the 
teachings of at least Schaffcr and/or Matsuoka. There is no justification or motivation for 
the suggested combination of references. There is clearly no teaching whatsoever in 
Schaffer, Matsuoka, or the ail that would motivate the suggested combination. Clearly, 
such a combination is merely the result of improper hindsight by merely locating in the 
references the various elements of the claims. First, Schaffcr is directed to a hydraulically 
controlled trim control power steering system, while Matsuoka is directed to failure 
detection in an electric power steering system. Clearly, there is no teaching whatsoever in 
the totality or Schaffer, Matsuoka, or the art that would motivate the suggested 
combination. The examiner specifically suggests that such teaching is provided at Col 8. 
lines 33 - 37. However the only teaching at Col. 8, lines 33 - 37 is directed to detail or 
1he operation or the hydraulic valve therein. Contrary to the Examiner's assertion, there is 
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no disclosure what so ever tliat "use of an electric motor would offer the same advantages 
of a hydraulic cylinder" as claimed by the Kxaminer. Therefore, because there is no 
motivation to combine the references as cited, they may not be employed to render the 
Applicants 1 claims unpatentable. 

Moreover, it is evident from the teachings of Sehaffer that such a combination as 
suggested would be improper. The suggested combination would clearly render each of 
the cited references inoperable. See MPBT 2143.02. Sehaffer specifically teaches 
employing a hydraulic actuator to perform the trim function disclosed therein. To modify 
the teachings of ShafTcr with an electric motor as taught by Malsuoka would completely 
render the system of Scharfcr inoperative. Namely, placing Ihc electric motor of 
Malsuoka in the hydraulic control system of Sehaffer. There is no provision for replacing 
the hydraulic actuator with an electric motor. Furthermore, for example the rotary valve 
for detecting the torque imbalance and displacing flow accordingly (Sec Col 3 lines 30 - 
43), would clearly be inoperative with the electric motor of Malsuoka as there would be no 
means for implementing the detection and actuation of Ihc torque bias ad taught by 
SchafTer. Moreover, such a modification would completely change the principle of 
operation of both of the cited references Sec MPEP 2143.02. There is clearly no 
combination of the cited references dial would not cluinge the principle of operation for 
bolh references. This is further evidence that the references cannot reasonably be 
combined. 

The arguments and amendments here presented are made for the purposes of belter 
defining the invention, rather than to overcome the rejections for patentability. The claims 
have not been amended to overcome the prior art and therefore, no presumption should 
atlach lhat cither the claims have been narrowed over those earlier presented, or thai 
subject matter or equivalents thereof to which the Applicants are entitled has been 
surrendered. Support for these amendments can be found in the specification and claims 
as originally filed. No new matter has been introduced. Allowance of the claims is 
respectfully requested in view of the amendments and following remarks. Moreover, no 
amendments as presented alter the scope of the claimed invention and therefore cannot 
necessitate a new grounds rejection. 
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It is believed that the foregoing remarks arc fully responsive to the Office Action 
and that Iho claims herein should be allowable to the Applicants. Accordingly, 
reconsideration and withdrawal of the rejections are requested. 

In the event the Hxarainer has any queries regarding the instantly submitted 
response, die undersigned respectfully requests the courtesy of a telephone conference to 
discuss any matters in need of attention. 

If there are additional charges with respect to this matter or otherwise, please 
charge them to Deposit Account No. 06-1 J 30. 



Respectfully Submitted, 



CANTOR COLBURN LLP 




Date: August 17, 2004 



Rcgislration No. 47,239 
55 Griffin Road South 
Bloomfield, CT 06002 



Telephone: (S60) 286-2029 
Facsimile: (860)286-0115 
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